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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )^ Responsive to communication(s) filed on 8/26/04. 3/4/05. 5/5/05 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date see action . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

1 . The information disclosure statements (IDS) submitted on 6/26/04,3/4/05, and 
5/5/05 have been considered by the examiner. 

2. The declaration under 37 CFR 1 .1 32 filed 3/4/05 is insufficient to overcome the 
rejection of claims 1-20 based upon the article " Pierce-&-Roll riveting- the alternative to 
spot welding" by Edwards in view of Speller, Jr. et al. 5,829,1 15 as set forth in the last 
Office action because: 

In regards to the declaration by Ralf England, the declaration ( and the 
supporting documents Audi document and SPR agreement ) has been considered and 
given some weight, however the declaration fails to provide sufficient evidence that the 
commercial success is commensurate in scope with the claims. The England 
declaration refers in general to claims from two different applications so that it is 
unclear if what commercial success if any is derived from the instant claims. Further 
sales figures are presented however no factual evidence is provided to support the 
sales figures incorporating the claimed invention ( the Audi document does provide 
some support, but it is not clear what is actually in the Audi machines as specifically 
related to the instant claims). In particular paragraph 7 appears to be directed to an 
opinion without supporting factual evidence and can be given little weight. Paragraph 6 
mentions that purchase of the machines was based on technical merit but does not 
establish that the commercial success was within the claims of the application and 
flowed from the functions and advantages disclosed or inherent in the description in the 
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specification. Paragraph 6 also fails to establish a strong nexus between the claimed 
invention and the purchased machine or the machines mentioned in the Audi statement. 

Further in regards to the SPR document , the instant application is not one of the 
listed licensed Patents and paragraph 3.2 appears to be opinion evidence that can be 
given little weight. 

All the evidence for nonobviousness based on commercial success 
including the documents of England, Audi, and the SPR setting machine agreement 
have been fully considered by the examiner and are not deemed persuasive enough to 
overcome the 35 U.S.C. 103 set forth in the previous office action. Express statements 
such as by Speller in col. 2, lines 14-45 specifically teaching the desirability of an 
electric motor actuated riveter over the use of a hydraulically actuated system for a host 
of reasons provide a strong motivation that out weights the showing by applicant of 
nonobviousness based on commercial success. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
article " Pierce-&-Roll riveting- the alternative to spot welding" by Edwards in view of 
Speller, Jr. et al. 5,829,115. 

Edwards teaches pierce and roll riveting in which the self piercing rivet does not 
break through the lower sheet, use of a solid head being pushed by a plunger ( page 
25, bottom left hand side figure ), that the riveting process can be used on various types 
of sheets such as aluminum, and be used in various industries such as the automotive 
industry. Page 24, first column, and the figure. Edwards on page 24, column 2 teaches 
that the process must be precisely controlled so that a good joint is formed. Edwards on 
pages 25-26 teaches feeding a rivet to the riveter which can be mounted on a robot, 
that the applicator can have a C-frame, use of a punch and die, clamping the 
workpiece, aborting the cycle upon an error, checking plunger position to insure that it is 
correct when the rivet arrives, checking to insure that the plunger is at the correct 
position at the end of its stroke, monitoring displacement of the plunger, and use of a 
computer. See pages 24-26 and the figures. 

Edwards however does not use an electric motor but instead uses a hydraulic 
applicator. 

Speller, Jr. et al. teaches the use of an electric motor driven rivet applicator which 
converts a rotational motion into a linear motion. Speller teaches the desirability of 
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replacing a hydraulic riveter with a quieter, faster, and more repeatable electric rivet 
applicator. Col. 1 , lines 20-27 and col. 2, lines 36-45. Speller teaches a non hydraulic 
riveter operated by an electric motor and also teaches that the motor can be 
connected through a belt and transmission if a large riveting force is required. See 
figure 4 and col. 5, lines 49-67. Speller further teaches that the use of an electric motor 
driven riveter allows close control throughout the riveting process by the use of various 
types of sensors including force, distance, velocity, monitoring the motor and closed 
loop control ( real time sensing and control of linear motion). Speller further teaches that 
the motor can be mounted either offset or in axial alignment with the punch, clamping 
the workpiece, that the motion profiles can be programmed, use of computer 
programming, specifying a velocity for a particular motion, use of specific instructions 
for both instantaneous position and velocity ( displacement associated with speed ), 
and use of a C-frame. See the abstract; figures; col. 1, lines 1-57; col. 2, lines 14-45; 
col. 3, lines 27-60; col. 4, lines 4-60; col. 5, line 17 to col. 6, line 3; col. 6, lines 34-54; 
col. 7, line 34 to col. 8, line 36; col. 9, line 4 to col. 10, line 7; col. 10, line 45 on. 

It would have been obvious to one of ordinary skill in the art to modify Edwards in 
view of Speller to use an electric motor driven rivet applicator along with its improved 
closed loop control system. This would provide a quieter, faster, and more repeatable 
pierce and roll riveter at a reduced cost. 

Edwards and Speller however do not expressly teach stopping the electric motor 
upon an error condition. Edwards however teaches stopping the hydraulic applicator 
upon an error condition starting on page 25, middle column. 
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It would have been obvious to one of ordinary skill in the art to modify Edwards and 
Speller to stop the electric motor driven applicator in case of an uncorrectable error or 
an error which outside of bounds to prevent either damage to the machine or to prevent 
generating defective work pieces. 

Further it would have been obvious to one of ordinary skill in the art to modify 
Edwards and Speller to keep the punch and die aligned during use of the self piercing 
riveting tool otherwise the self piercing rivet would not be deformed and a durable joint 
would not be formed. 

Applicant argues that Clew, which is not being used in the applied rejection, 
provides at teaching away from the claimed combination in paragraphs 4 and 5. Clew in 
paragraph 4 teaches that hydraulic riveters are hard to control and in paragraph 5 
teaches that it is known to use electric motor riveters which would suggest the use of 
an electric motor riveter such as taught by Speller. 

Applicant's arguments in regards to the coaxial alignment have been considered, 
Speller teaches that tools can be interchanged, however if only self piercing rivets are 
being applied then there no reason to change tools so the punch and die would remain 
aligned. The self piercing eliminates a separate drilling step. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven R. Garland whose telephone number is 571-272- 
3741. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo Picard can be reached on 571-272-3749. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Steven R Garland 
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